03/29/2805 17:30 4049495731 



PATTERSON 



PAGE 11/19 



Application No, 09/845,985 

REMARKS 

Claims 1-4, 6-10, 12, 14-21, 48-50 and 52-61 are pending. By this Amendment, 
claims 13 and 51 are canceled without prejudice, and claims 1 , 1 2, 17 and 21 are amended. New 
claims 55-61 are added. Claim 17 is amended to add the range of x specified in claim 7, as filed. 
Claim 12 is amraided to correct an improper antecedent basis in the claim in view of amendments 
to claim 1. Claims 1 and 21 are amended to add features from claims 13 and 51, as filed, Thvs, 
the amendment of the claims is supported by the specification as filed. New claims 55 and 58 
correspond essentially with previous claims 1 and 21 with features of original claims 15 and 53 
added to the claims. New claims 56 and 59 are supported, for example, by claim 3, as filed. 
New claims 57 and 60 are supported, for example, by claim 5, as filed. New claim 61 is 
supported by claim 54. The specification is amended to update references to pending 
applications that have since issued as patents. No new matter is introduced by the amendments^ 

All of the pending claims stand rejected. Applicants respectfully request 
reconsideration of the rejection based on the following comments and the above amendments. 

Rejection Under 35 U.S.C. S 112. S ccon dJgaragrq>h 

The Examiner rejected clafans 1-4, 6-10, 12-21 and 48-54 under 35 U.S.C. § 1 12, 
second paragraph, as being indefinite. In particular, the Exammer has raised two specific fesues. 
First, the Examiner asserted that the expressions "less than about*' and "great than about" are 
indefinite. Second, the Examiner indicated that the composition LixFeP04 was indefinite. Claim 
17 was amended to specify the value of x. Thus, this second issue should be resolved. With 
respect to the first issue, Applicants maintain that the Examiner has not pres«ited a case for 
prima fecig indefiniteness. i^plicants respectfully request reconsideration of the rejection based 
on the following comments. 
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As an initial matter, the Examiner stated on page 2 of the office action that as 
"shown in the MPEP, section 2173.05(bX section (a), the phrase 'at least about' is help 
indefinite/* With all due respect, the MPEP does not say quite what the Examiner indicated. 
MPEP 2173(b)(A) abo indicates specific situations in which a claim with the term "about" is 
clear in the particular context. 

The patent statute at 35 U.S.C. § 112, second paragraph, requires that the 
''specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the sutgect matter which the applicant regards as his invention." "Whether a claim is 
invalid for indefiniteness requires a determination whether those skilled .in the art would 
understand wiiat is claimed when the claim is read in Ught of the specification." Morton 
International Inc. v. Cardinal ChemicaLQ L, 28 USPQ2d 1 190, 1 194 (Fed Cir. 1993). 

"The district court, though discussing enablement, spoke also of indefiniteness of 
'stretch rate/ a matter having to do with § 1 12, second paragraph, and relevant in assessment of 
infiingemrat. The use of strecthing * * * at a rate exceeding about 10% per second* in the 
claims is not indefinite. Infiingement is clearly assessable through use of a stop watch." 
Gore & Associates. Inc. v. Garlock. Inc. . 220 USPQ 303, 316 (Fed Cir. 1983Xen:^hasis added). 
In contrast, when "the meaning of claims is in doubt, especially when ... there is close prior art, 
they are properly declared invalid." Amgen Inc. v. Chugai Phannac^tical Co. Ltd. > 18 USPQ2d 
1016, 1031 (Fed- Cir. 1991). "In arriving at this conchisioa, we caution that our holding that the 
term "about" renders indefinite claims 4 and 6 should not be understood as ruling out any and all 
uses of this term in patent claims." Id "The meaning of the word *about' is dependent on the 
fects of a case, the nature of the mvention, and the knowledge imparted by the totality of the 
earlier disclosure to those skilled in the art." Ssslstefflj(UJlS»k^ 34 USPQ2d 1467, 1471 (Fed. 
Cir. 1995). This last case outlines how the term "about" is generally interpreted in patent claims. 



10 



PAa 12/19 ^ RCVD AT mOttS 5:24:32 PM pstem Standard 



03/29/2005 17:30 4049495731 



PATTERSON 



PAGE 13/19 



Application No. 09/845,985 

The feet that scientific measurements have a cotain precision associated with them 
has led one court to conclude that a whole number used to approxnnate a continuous vsiriabte 
inherentfy has an approximate nature. See Eiselstein v. Fran k, above ("Such a description indicates 
that Etelstein knew how to be precise vAen he intaided to, and supports the conclusion that 
otherwise, when a whole number was stated, a precfee amount was not intended/'). 

It is weU established in the case law that the term *'about" is interpreted in a claim 
based on the particular facts of the case. Sknilarty, the case law has acknowledged the clear feet 
that continuous variables have a precision associated with them that inherently introduces a 
range of meaning to a particular number. Thus, a whole number may have meaning with respect 
to counting numbers of something, but it does not have precise meaning with respect to a 
continuous variable. Thus, if an object is stated to be 10 inches bng, this clearly reaUy means 
that it is 10 inches -»-/- some precision related to the measurement in the particular art field See, 
e.g., Eiselstein vJFia ok, supra. 

In summary, the use of the term "about" reflects the natural indecision in 
expressing continuous variables with approxbDaate cut off values at a particular precision. This is 
particularly true with respect to nanotedhnoTogy where measurement has particularly dear 
conqplications. On a nano-scale» the meanii^ of the tenn "about" is related to the capabilities for 
measurcm«it of the particular characteristic at the time in which the application was fflted. Thus, 
Applicants' claims are clear to a person or ordinary skill in the art at filing. 

Since a person of ordinary skill in the art can evaluate the meaning of the claims^ the 
Examine has not established prima fade indefimteness of the claims. Applicants respectfiilty 
request withdrawal of the rgection of claims M, 6-10, 12-21 and 48-54 under 35 U.S.C. § 1 12, 
second paragraph, as being indefinite. 

JK^^^tioallRdg^ V,S,C, § 1 0 2 (h) Over Kamauchi et aL 
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The Examiner rejected claims 1-4, 6, 7, 10, 12, 16, 17. 19-21 and 48-50 under 35 
U.S.C. § 102(b) as being anticipated by U.S. Patent 5,538,814 to Kamauchi et al. (the Kamauchi 
pat^t). While Applicants maintain that the Karoauchi patent doe$ not teach a person of ordbary 
skill in the art to form powders with the claimed particle sizes, to advance prosecution of the 
case. Applicants have amended indepaident claims 1 and 21 to introduce the unifonnity feature 
of claims 13 and 51, respectively. The Kamauchi patent does not disclose the particle uniformity 
of the present claims. Therefore, the Kamauchi patent clearly does not render the present claims 
prima fedfi anticipated. Since the Kamauchi patent does not render the present claims poffia 
facie anticipated. Applicants respectfiilly request withdrawal of the rejection of claims 1-4, 6, 7, 
10, 12, 16, 17, 19-21 and 48-50 under 35 U.S.C. § 102(b) as bemg anticipated by the Kamauchi 
patent. 

Rejection Over Griffi th 

The Exanodno- rejected clabus 1-4 and 6 under 35 U.S.C. § 102(b) as being 
anticipated by EP 031 223 Al to Griffith (the Griffith application). Applicants have amended 
claim 1 to more particularfy point out thdr claimed invention with respect to particle uniformity. 
As amended, claim 1 mcorporates features from claim 13 as filed. The Griffith application does 
not disclose particles with the claimed uniJfbrmity. Furthermore, from the figure shown in the 
GrifBth application, the fibers are forms as agglomerated masses that would not be separable as 
individual particles. Since the particles are not separable, the Griffith application does not teach 
powders with "particles" having the claimed average particle sizes. In view of the above 
comments, it is clear that the Griffith application does not render Applicants' claims i;M-ima faci^ 
anticipated, i^licants respectfully request withdrawal of the rejection of clamis 1-4 and 6 
under 35 U.S.C. § 102(b) as being anticipated by the Griffith appUcation. 



12 



PAGE 14/19 * RCVD AT 3/29/2005 5:24:32 PM [Eastern Standard Time] ' SVR:USPT0-EFXRF-1/8 ' DN1S:8729306 ' CSID:4049495731 * DURATION (min-ss):05^ 



03/29/2005 17:30 4049495731 



PATTERSON 



PAGE 



Application No. 09/845,985 

Reiectiomind gr TI.S.C. S 103ra^ Over Kam?nichi et aL 

The Examiner rejected claims 13-15 and 51-53 under 35 U.S.C. § 103(a) as being 
unpaientable over the Kamaucbi patent. Specificalfy, the Examiner admits that the Kamauchi 
patent does not teach or suggest the particle unifonnity disclosed and claimed by Applicants m 
these claims. However, the Examiner asserts that the claimed invention is obvious. With all due 
respect, Applicants assert that the Examiner's analysis felk short in several respects. Applicants 
maintain that the Examiner has failed to establish prima fegig obviousness, /^hcants 
respectfully request reconsideration of the rejection based on the feltowing comments. 

Applicants note that the Examiner's analysis falls short at least because the 
Examiner has not provided a reasonable motivation for the modification, and has not pointed to 
an approach known in the art to produce the claimed invention. Established principles on 
motivation to modify the teachings of a reference must be applied when obviousness is based on 
the teachings of a single cited reference. 

In appropriate circumstances, a single prior art reference can render a claim 
obvious. However, there must be a showing of a suggestion or motivation to 
modify the teachings of that reference to the claimed invention in order to support 
the obviousness conchosion. This suggestion or n:xotivation may be derived from 
the prior art reference itself, from the knowledge of one of ordinary skill in the 
art, or from the nature of the problem to be solved. Determining whether there 
is a suggestion or motivation to modify a prior art reference is one aspect of 
determining the scope and content of the prior art, a fact question snbsidiary 
to the ultimate conclusion of obviousness. 

gibia Neurosciences, Inc. vj:>dus PharmaceuticalXo rp., 55 USPQ2d 1927, 1931 (Fed. Circuit 

2000)(intemal citations omitted, emphasis added). 

While a reference is fwior art for all that it teaches, references along with the 

knowledge of a po^on of ordinary skiD in the art must be enabling to place the invention in the 

hands of the public, hi re Paulsen - 31 USPQ2d 1671, 1675 (Fed. Ctr. 1994). See also In^ 

Donohue^ 226 USPQ 619» 621 (Fed CSr. 1985). "The consistent criterion for determination of 

13 



PAGE 1»19 ' RCVD AT 3/29/20D5 5:24:32 PM [Eastern Standard 



83/29/2005 17:30 4049495731 PATTERSON PAGE 16/19 



AppUcationNo. 09/845,985 

obviousness is whethff the prior art would have suggested to one of ordinary skill in the art that this 
process should be carried out and would have a reasOMble fflcelibood success, viewed in light of the 
prior, art;' Ajj^ rh^ir^l T nr v. Ht^ Plains Chem ical Co., 41 USPQ2d 1238, 1245 (Fed Cir. 
1997Xquoting In Re Dow Chemical Co. . 5 USPQ2d 1529, 1531 (Fed. Cir, 1988)). 

With respea to the motivation, the Examiner stated on page 4 of tte Office Action, 
"It would be obvious to one of ordinary sHB in the art at the time the invention was made to prepare 
a collection of particles for an electrode material of Kamauchi having a greato: number of particles 
as close in size to the desired average diameter as possible, as the average diameter has been shown 
to be critical to the invmtioiL" With all due respect, there are two flaws with this argument. First, 
as noted by the Examtno-, the reference teaches that it is the "average" size that is critical, while the 
Examirrer is speculating ttet the mufoimity may be signijBicant since the reference does not teach 
this. Second, the reference teaches a range of average diameters that are usefiil to the invention, 
thus the uniformity for a specific average value of size is not critical since the average size itself 
does not need to be a spedfic vahie. In other words, a range of sizes within one particle collection 
would be consistent with the range of avaage particle sizes specified in the Kamauchi patent. 

With respect to forming the uniform materials, the Examiner comments on page 5 of 
the Oflice Action, "One of ordinary skill in the art has Ae knowledge, based on Kamauchi, to 
prepare particles of sdected sizes by pulvwiztng the materiak. Further, one of ordinary skill in the 
art would be motivated to choose spedfic particles of avo-age diameter for the electrode, as particles 
of this diameter are taught to increase the cq>acity of tte electrode (coL 5, lines 30-35.) The 
grindmg of larger particles will provide particles in the nanometer scale range." However, with all 
due respect, this statroient is not correct. Specifically, during grinding, all of the particles are 
processed and not just the particles different from, the average. Hiere are no nano-twe^ers that let a 
person select the odd particles for grilling or sintering- Also, grinding is well known to be a 
conqplex. process that cannot lead to arbitrarily small particles. The heat generated during the 
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grindmg imAs to fiise some particles white oih&r particles are pulverized. This coniplfix process is 
known generally not to lead to uniform particle collections. 

Since the Btarmner has not provided the requisite motivation to modify the 
teachings of the referaices and has fallen short of providing a reasonable expectation of success, the 
Examiner has not established prima fegk obviousness of the Applicants' claimed invention. 
Applicants respectfully r^est withdrawal of the rejection of claims 13-15 and 51-53 under 35 
U.S.C. § 103(a) as bdng unpatentable over the Kamauchi patent. 

Rejection Over Goodenough et aL f^^^ KainflfiirTyi aI 

The Examiner rejected claims 8, 9 and 18 under 35 U.S,C. § 103(a) as being 
unpatentable over U.S. Patent 5,910,382 to Goodenough et al. (the Goodenough patent) in view 
of the Kamauchi patent. The ETtamin^r cited the Goodenough patent for disclosing specific 
lithium metal phosphates. The Examiner noted that the Goodenough patent does not teach the 
claimed particle sizes. The Examiner cited the Kanwruchi patmt for teachmg the claimed particle 
sizes. The Examiner asserted that the teachings of the Kamauchi patent could be used to form 
the materials of the Goodenough patwt with the claimed particle sizes. While Applicants 
maintain that this assertion with respect to the teadungs of the Kamauchi patent is not correa, to 
advance prosecution of the application. Applicants have amended claim 1, firom which claims 8, 
9 and 18 depend, to indicate a claimed xmiformity. It was noted above that the Kamauchi patent 
does not teach, suggest or motivate the formation of the highly uniform materials disclosed and 
claimed by Apphcants. Furthermore, there would be no reasonable expectation of success with 
respect to forming the claimed highly uniform particles based on the teachings of the Kamauchi 
patent. The Goodenough patent do^ not address these issues. 

Since the cited references alone or together do not teach, suggest or motivate the 
claimed subject matter and do not provide a reasonable expectation of success, the combined 
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teachings of the Goodenough patent and the Kamauchi patent do not render Applicants' claimed 
inveotion prima facie obvious. Applicants respectfully request withdrawal of the rejection of 
claims 8, 9 and 18 under 35 U.S.C § 103(a) as being unpatentable over the Goodenough patent 
in view of the Kamauchi patent. 

Ee jection Over BodijLerjg LaL 

The Examiner rejected claim 54 under 35 U.S.C. § 103(a) as being unpatentable 
over U.S. Patent 5,849,827 to Bodig^ et al (the Bodiger pat«it). Applicants incorporate by 
reference arguments from the Amendment After Final of April 12, 2004. While Applicants 
maintain that the Bodiger pat^t does not place Applicants* claimed invention into the hands of 
the public. Applicants have amended claim 21 to advance prosecution of the appUcaiion. Claim 
54 dqjends from claim 21. Claim 21 specifies a particle size uniformity that is not taught, 
suggested or motivated in the Bodiger patent. Therefore, the Bodiger patent does not render 
Applicants' claimed invention prima facie obvious. Applicants respectfully request withdrawal 
of the rejection of claim 54 under 35 U.S.C. § 103(a) as being uiq>atentable ova- the Bodiger 
patent. 



allowance. Favorable consideration and prompt allowance of the application are respectfiilly 
requested. 

The Examiner is invited to tel^hone the undersigned if the Examiner believes it 
would be useful to advance prosecution. 

RespeafuUy submitted, 



CONCLUSIONS 



In view of the foregoing, it is submitted that this application is in condition for 




Peter S. Dardi, Ph.D. 
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